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DETAILED ACTION 

Status of the Claims 

Claims 1, 2, 10, 12, 13, 16, 17, 23 and 24 have been amended. Claims 3, 5, 1 1, 14, 15 and 
25-28 have been canceled. Claims 1, 2, 4, 6-10, 12, 13 and 16-24 are pending. Claims 4 and 6-9 
are withdrawn as being drawn to a non-elected invention. Any objection or rejection not 
expressly repeated has been withdrawn. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

Claim Rejections - 35 USC § 112 

Claim 24 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claims contain subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that 
Applicant, at the time the application was filed, had possession of the claimed invention. 

This claim recites the limitation wherein the solids content is 17 wt%. The examiner does 
not find support for this limitation. Applicant is directed to point out the support for this 
limitation in the specification as originally filed. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 22 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
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the invention. This claim depends from claim 11, which has been canceled, rendering it vague 
and indefinite. 

Claim Rejections - 35 USC §103 

Claims 1,16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eisenhart et al (US 5,137,571) in view of Emmons et al (US 4,079,028). 

Eisenhart teaches as set forth above. The reference teaches the use of cyclodextrins in 
combination with hydrophobically modified polyethoxylated urethane thickeners, generally, and 
further discloses that these thickeners are known and disclosed by Emmons. See col 1, 59-62. 
The reference does not exemplify all the thickeners based on the full range of diisocyanates 
recited. 

Emmons teaches the preparation of hydrophobically modified polyethoxylated urethane 
thickeners using a variety of diisocyanates. See paragraph bridging col 8-9. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to select any of the hydrophobically modified polyethoxylated urethane 
thickeners taught by Emmons with a reasonable expectation of success because Eisenhart 
suggests their use. 

Applicant's arguments filed August 18, 2008 have been fully considered but they are not 
persuasive. 

Applicant argues that Eisenhart merely mentions Emmons in the description of the prior 
art as one that discloses polyurethane thickeners formulated with organic solvents. Applicant 
alleges that this reference teaches away from using such organic solvents with thickeners. The 
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examiner agrees that the reference teaches away from using organic solvents, but not from using 
the urethane thickeners, per se. The object of Eisenhart is the preparation of an associative 
thickener with the appropriate viscosity in aqueous solution, eliminating the need for organic 
solvents. The examiner maintains that it would be obvious to one of ordinary skill to modify the 
method of Eisenhart by the use of any of the associative thickeners disclosed in Emmons with a 
reasonable expectation of success. 

Applicant further argues that claim 1 specifically address which hydrophobically 
modified polyethoxylated urethane thickener should be complexed with which cyclodextrin- 
containing compound by indicating that the thickener comprises at least one terminal phobe of a 
size capable of complexing with the cyclodextrin cavity. However, the reference explicitly 
teaches that the method of viscosity modification involves the complexation of the cyclodextrin 
with the hydrophobic moieties of the thickener. See abstract. With only three sizes of 
cyclodextrin cavity — alpha, beta and gamma — one of ordinary skill would determine the 
optimum cyclodextrin for the particular thickener through routine experimentation, thereby 
arriving at the instant composition. The finding of variable results, based on the use of different 
sizes of cyclodextrin, is not considered unexpected results. 

Claims 1,2, 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eisenhart et al (US 5,137,571) in view of Emmons et al (US 4,079,028) and further in view of 
Lau et al (US 5,376,709) and Lau et al (US 5,521,266). 

Eisenhart and Emmons teach as set forth above. 
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Eisenhart teaches the general concept of using a variety of cyclodextrins — alpha, beta and 
gamma, unmodified and modified — in combination with hydrophobically modified associative 
thickeners to eliminate the use of organic cosolvents and surfactants necessary to prepare 
aqueous compositions. See col 1, lines 18-51. 

Eisenhart does not teach the use of methyl a-cyclodextrin. 

Lau '709 teaches the use of methyl p-cyclodextrin as a viscosity modifier in combination 
with hydrophobically modified urethane thickeners. See abstract and Example 1. The teaching is 
limited to p-cyclodextrin, but this appears to be based on the availability of particular modified 
cyclodextrins at the time of the Lau '709 disclosure. See paragraph bridging col 1-2. 

Lau '266 discloses the use of variously modified cyclodextrins, including methylated 
a-cyclodextrin. See col 3, lines 51-67. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to select any of the hydrophobically modified polyethoxylated urethane 
thickeners taught by Emmons with a reasonable expectation of success as discussed above. 
Furthermore, Eisenhart teaches the use of unmodified a-, 0- and y-cyclodextrins, as well as 
generically modified a-, 0- and y-cyclodextrins. Therefore, in view of the teaching of Lau '709 
regarding the utility of methyl p-cyclodextrin, it would be further obvious to modify the 
combination of Eisenhart and Emmons by the use of any available modified cyclodextrin, such 
as methyl a-cyclodextrin, disclosed by Lau '266, with a reasonable expectation of success. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claims because the examined 
application claim is either anticipated by, or would have been obvious over, the reference claim. 
See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 
164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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Claims 1,2, 16 and 17 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 4 of U.S. Patent No. 7,125,919 in view of 
Emmons et al (US 4,079,028). Although the conflicting claims are not identical, they are not 
patentably distinct from each other. 

The claims of '919 are drawn to a tinting composition comprising a generic 
hydrophobically modified ethylene oxide urethane block copolymer and a generic 
macromolecular organic compound having a hydrophobic cavity. The written description of the 
latter component comprises various cyclodextrins. See col 6, lines 4-20. The claims do not recite 
particular hydrophobically modified ethylene oxide urethane block copolymers. 

Emmons teaches as set forth above. The disclosed hydrophobically modified ethylene 
oxide urethane block copolymers have utility for preparing paint, a tinting composition 
comprising a colorant. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to prepare the recited composition with cyclodextrins because they are 
disclosed in the written description of "macromolecular organic compound having a hydrophobic 
cavity." It would be further obvious to select any hydrophobically modified ethylene oxide 
urethane block copolymer known to have utility for the preparation of tinting compositions, such 
as paint. In doing so, one of ordinary skill would arrive at the instant invention with a reasonable 
expectation of success. 

Claims 1,2, 16 and 17 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 3 of U.S. Patent No. 6,887,928 in view of 
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Emmons et al (US 4,079,028). Although the conflicting claims are not identical, they are not 
patentably distinct from each other. 

The claims of '928 are drawn to a method of improving the viscosity stability of a coating 
composition comprising a generic hydrophobically modified ethylene oxide urethane block 
copolymer and an associative thickener, such as a generic macromolecular organic compound 
having a hydrophobic cavity. The written description of the latter component comprises various 
cyclodextrins. See col 4, lines 33-58. The claims do not recite particular hydrophobically 
modified ethylene oxide urethane block copolymers. 

Emmons teaches as set forth above. The disclosed hydrophobically modified ethylene 
oxide urethane block copolymers have utility for preparing paint, a coating composition 
comprising a colorant. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to carry out the reference method with a cyclodextrin because they are 
disclosed in the written description of "macromolecular organic compound having a hydrophobic 
cavity." It would be further obvious to select any hydrophobically modified ethylene oxide 
urethane block copolymer known to have utility for the preparation of a coating composition, 
such as paint. In doing so, one of ordinary skill would arrive at the instant invention with a 
reasonable expectation of success. 

Claims 1,16 and 17 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 5,376,709 in view of Emmons et 



Application/Control Number: 10/677,436 Page 9 

Art Unit: 1623 

al (US 4,079,028). Although the conflicting claims are not identical, they are not patentably 
distinct from each other. 

The claims of '709 are drawn to a method for eliminating the need for organic solvents in 
a composition comprising a hydrophobic thickener, such as generic hydrophobically modified 
polyethoxylated urethane by the addition of methyl p-cyclodextrin. The claims do not recite 
particular hydrophobically modified ethylene oxide urethane block copolymers. 

Emmons teaches as set forth above. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to carry out the reference method for the elimination of organic solvent 
using a thickener known to require the addition of an organic solvent as a viscosity modifier with 
a reasonable expectation of success. In doing so, the artisan would arrive at the instant 
composition. 

Claims 1,2, 16 and 17 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 2 of U.S. Patent No. 5,137,571 in view of 
Emmons et al (US 4,079,028). Claim 2 is rejected further in view of Lau et al (US 5,376,709) 
and Lau et al (US 5,521,266). Although the conflicting claims are not identical, they are not 
patentably distinct from each other. 

The claims of '928 are drawn to a method for eliminating the need for organic solvents in 
a composition comprising a hydrophobic thickener, such as generic hydrophobically modified 
polyethoxylated urethane by the addition of a cyclodextrin. The claims do not recite particular 
hydrophobically modified ethylene oxide urethane block copolymers. 
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Emmons teaches as set forth above. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to carry out the reference method for the elimination of organic solvent 
using a thickener known to require the addition of an organic solvent as a viscosity modifier with 
a reasonable expectation of success. In doing so, the artisan would arrive at the instant 
composition. 

With respect to claim 2, Lau '709 and Lau '266 teach as set forth above. The claims 
recite the use of unmodified a-, 0- and y-cyclodcxtrins, as well as modified a-, (3- and 
y-cyclodextrins. Therefore, in view of the teaching of Lau '709 regarding the utility of methyl 
P-cyclodextrin, it would be further obvious to modify the combination of Eisenhart and Emmons 
by the use of any available modified cyclodextrin, such as methyl a-cyclodextrin, disclosed by 
Lau '266, with a reasonable expectation of success. 

Allowable Subject Matter 

Claims 10, 12, 13, 18-21 and 23 are allowed. Claims 22 and 24 are subject to rejection 
under 35 USC 1 12, as set forth above, but are found free of the art. Applicant argues cogently 
that Eisenhart teaches away from the use of unmodified cyclodextrins with high solids content. 

It is noted that in remarks submitted May 31, 2006, Applicant has suggested interference 
with US 6,900,255. Applicant is reminded that the contents of the suggestion must comply with 
37 CFR 41.202. See MPEP 2304.02 [R-4]. 
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Examiner's hours, phone & fax numbers 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Leigh Maier whose telephone number is (571) 272-0656. The examiner can 
normally be reached on Tuesday, Thursday, and Friday 7:00 to 3:30 (ET). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Ms. 
Anna Jiang (571) 272-0627, may be contacted. The fax number for Group 1600, Art Unit 1623 
is (571) 273-8300. 

Visit the U.S. PTO's site on the World Wide Web at http://www.uspto.gov. This site contains 
lots of valuable information including the latest PTO fees, downloadable forms, basic search 
capabilities and much more. Information regarding the status of an application may be obtained 
from the Patent Application Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished application is available through Private PAIR only. For more information about the 
PAIR system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 



/Leigh C. Maier/ 

Primary Examiner, Art Unit 1623 

December 23,2008 



